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DETAILED ACTION 

Due to the newly applied rejection based on prior art as summarized below, the 
finality of the office action, mailed 6/10/04, is hereby withdrawn. 

Applicants' arguments, filed 9/10/04, have been fully considered but they are not 
deemed to be persuasive. Rejections and/or objections not reiterated from previous 
office actions are hereby withdrawn. The following rejections and/or objections are 
either reiterated or newly applied. They constitute the complete set presently being 
applied to the instant application. 

NON-STATUTORY SUBJECT MATTER 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 1-3, 7-27, and 31-48 are rejected under 35 U.S.C. 101 because the 
claimed invention is directed to non-statutory subject matter. 

This rejection is reiterated from the previous office action, mailed 6/10/04, and 
explained further with more details below. 

It is firstly noted that the instant claims are directed to virtual library analysis 
which parallels the non-statutory practice of noise modeling as discussed in the MPEP 
in section 2106 (IV), (B), (2), (b), (ii), 4 th paragraph, wherein, in contrast, a process for 
digitally noise filtering is statutory. The closest instant claim practice to a type of noise 
filtering statutory subject matter is the various steps drawn to selecting sets of 
compounds in the instant claims. These steps, however, are only designations of 
compound sets without any concrete or tangible practice. For example, such selecting 
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is not directed to placing the compounds in a separate location from the library from 
which they were selected. The outputting of instant claim 2, for example, is not directed 
to any concrete or tangible practice because such outputting is commonly merely the 
storing of data in a computer file. It is noted that the first paragraph of the above cited 
section of the MPEP 2106 sets forth the non-determinative nature of internal computer 
signal transformation of which data storage is. If there is written basis as instantly 
originally filed for display or printout of data, this would support a statutory claim 
practice. This is only one option, however, and not required per se to overcome this 
rejection. Other options may be utilized as claim limitations to result in statutory subject 
matter such as actual synthesis of compounds selected in the instant method or 
analytical testing of physical compounds again depending on written basis as filed for 
such limitations. Certain instant claims also include means as in instant claim 23 as 
well as a computer program product as in instant claim 24, for example. Again, 
referring to the MPEP now at section 2106, (II), (A), second paragraph, statutory subject 
matter is described as requiring some functionality. Merely claiming non-functional 
descriptive material stored on a computer medium, reasonably a computer program 
product as instantly claimed, does not make the invention so claimed statutory or 
eligible for patenting. This should more clearly define the basis for this rejection. 

Applicants also argue that more particularity regarding instant claims should be 
explained regarding this rejection. It is noted that the instant claims are fairly 
summarized as library modeling methodologies with various steps of selection, 
deconvolution, and library generation with output limitations in certain claims. Since this 
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fully summarizes the nature of the instant limitations of the entirety of the presently 
pending claims, no further characterization or specific claim pointing is reasonably 
needed as to fully explaining this issue of non-statutory subject matter over what has 
been explained above and regarding further responses to applicants' arguments below. 

Applicants further argue that the legal decision of State Street... and AT&T... 
indicate that mathematical algorithms are not patentable unless reduced to some 
practical application, i.e., a useful, concrete and tangible result. This is acknowledged. 
Applicants further argue that State Street... transforms data, represents discrete dollar 
amounts, and calculates a final share price and thus produces a useful, concrete and 
tangible result and then sets forth a claim in State Street. In response the State Street 
claim in part (f) and (g) clearly process data corresponding to gain or loss in a portfolio 
as well as processing data for income, expenses, and capital gain or loss for a portfolio 
and funds. Such gain or loss, income, expenses etc. are reasonably useful, concrete 
and tangible as regulating the flow of money which is concrete and tangible, similar to 
the above noted noise filtering concrete and tangible practice. No flow of compounds is 
regulated in the instant claims. No synthesis of any compound(s) is regulated or 
required in the instant claims. As noted above, the selection of compounds for a library 
does not cause them to relocate or flow. Thus, the fact pattern of the instantly claimed 
practice remains aliened with the above noise modeling non-statutory subject matter 
rather than noise filtering. This differing fact pattern is illustrated in applicants 1 
arguments wherein instant claims 1 and 23 are set forth, but, as noted above, without 



Application/Control Number: 09/506,741 Page 5 

Art Unit: 1631 

any concrete or tangible flow corresponding to a movement of money as in State Street. 
This argument is therefore non-persuasive. 

Applicants then argues that what is determinative is whether the claims employ a 
mathematical algorithm which merely manipulates an abstract idea or is limited to a 
practical application thereof. As acknowledged above such a practical application is 
determined to be concrete and tangible. No concrete or tangible practice is seen in the 
instant claims as also noted above. Rather data about compounds is manipulated only 
in computer type subject matter. Alternatively, it is noted that the compounds selected 
and/or outputted in the instant claims lacks any indication therein or corresponding to 
disease treatment practice, or industrial chemical processing, for example. Therefore, 
on this basis also, the instant claims lack any practical, concrete, and tangible result 
limitation, but rather only abstract fitness evaluation. Such an abstract fitness function 
selection practice is reasonably an abstract data manipulation practice which is non- 
statutory subject matter. 

Applicants then argue that instant claim 24 is directed to a computer program 
product. This has been described above as being a computer readable medium 
limitation which does not make a claim statutory if the material stored or present therein 
is itself non-statutory. 

Applicant further argue that extracting an enumerated library as in claims 25, 47, 
and 48 is a practical application. As explained above the data manipulation of selecting, 
or, in this case, extracting a library is only that, data manipulation. Such extraction is 
not cited in the claims as being a relocating of any compound(s) or library and thus is 
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reasonably an abstract data manipulation step and thus non-statutory as also explained 
above. 

PRIOR ART 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 1-3, 7-27, and 31-48 are rejected under 35 U.S.C. 102(e)(2) as being 
clearly anticipated by Cramer et al. (P/N 6,240,374). 

Cramer et al. summarizes the disclosure in the title and abstract to be directed to 
virtual library creation and searching for molecules with characteristics similar to a 
selected molecule. In the last sentence of the abstract the searching of billions of 
possible product compounds is described. Of particular interest is the methodology set 
forth in columns 61-68 wherein a detailed description of an embodiment of the invention 
of Cramer et al. is set forth. In column 61 , lines 4-9, a non-enumerated virtual library is 
generated from structural variations of any one synthetic reaction as in instant claim 1 , 
part (a) which is then listed in files but not specifically enumerated at this stage in 
columns 61-64. From this library a random selection is generated as set forth in column 
64, lines 40-42 to complete a step as in part (a) of instant claim 1 . This selection is 
enumerated as a 0.001 fraction in column 64, lines 40-42, as also required in instant 
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claim 1 , part (b). In column 64, line 42,'through column 65, line 3, a fitness function in 
the form of bits evaluated in the Tanimoto fingerprint is discussed wherein in column 65, 
lines 4-58, a subset of compounds is selected with certain Tanimoto similarities of 0.80 
or higher (such as also in instant claims 7, 10-22, and 31-46), or, alternatively other 
such criteria values, as also required in instant claim 1 , part (c). The structural core, 
and other structural building blocks are then defined as the core, fpcard, and fp in 
column 65, line 59, through column 66, line 65, as also required in instant claim 1 , part 
(d), regarding deconvoluting the selected M compounds into separate files. The thus 
selected focused library is exemplified in column 67, line 57, through column 68, line 9, 
as a screening library which may be synthesized, which is the step (e) of instant claim 1 . 
Similarity searches to produce such a screening or focused library is then discussed in 
column 68, line 10, through column 69, line 65, wherein in column 69, lines 42-65, the 
number of focused or screening library fingerprint structural variations that are searched 
are enumerated as in instant claim 1 , step (f), therefore completing the anticipation of 
instant claims 1, 23-25, 47, and 48 recognizing the computer-based disclosure also of 
Cramer et al. An output of the results is inherently required in order to make such 
results useful. Such an output is shown in Figure 24 in the penultimate bottom box 
described as "WRITE OUT RESULTS FILE" as also required in instant claims 2 and 26 
as an output specie type therein. The selection of compounds that can be synthesized 
as defined in the invention of Cramer et al. as well as in instant claims 3 and 27 is set 
forth as depicted in Figures 1 1 (a) - 1 1 (b), steps 8 - 8C. therein. This outputting of 
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results defined via similarity evaluation as noted above corresponding to instant claim 7 
also anticipates instant claims 8 and 9. 

No claim is allowed. 

Papers related to this application may be submitted to Technical Center 1600 by 
facsimile transmission. Papers should be faxed to Technical Center 1600 via the 
Central PTO Fax Center. The faxing of such papers must conform with the notices 
published in the Official Gazette, 1096 OG 30 (November 15, 1988), 1156 OG 61 
(November 16, 1993), and 1 157 OG 94 (December 28, 1993)(See 37 CFR § 1 .6(d)). 
The Central PTO Fax Center number is (703) 872-9306. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ardin Marschel, Ph.D., whose telephone number is 
(571 ) 272-0718. The examiner can normally be reached on Monday-Friday from 8 A.M. 
to 4 P.M. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael Woodward, Ph.D., can be reached on (571) 272-0722. 

Any inquiry of a general nature or relating to the status of this application should 
be directed to Legal Instrument Examiner, Tina Plunkett, whose telephone number is 
(571)272-0549. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). 



December 7, 2004 




